
UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington. D.C. 20231 



i(fcKET NO. 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOt^KET NO 



09/331 . 8:^9 



06/23/99 



SUZUKI 



H 



1576- 77 



r 



IIVI62/1011 



EXAMINER 



JOSEPH C i^ASON JR 
hIASON ASSOCIATES 
17757 US HIaJY 19 NOF^rH 
SUITE 50 0 

CLEARWATER PL 33764 



SELLERS. R 



ART UNIT 



PAPER NUMBER 



1712 
DATE MAILED: 



T 



1 0 / 1 1 / 0 0 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 



PTO-90C (Rev. 2/95) 
U.S. G.P.O. 2000 : 



1- File Copy 



Office Action Summary 



Application No. 

09/331,829 


Applicant(s) 

SUZUKI ET AL. 


Examiner 

Robert Sellers 
lare on fhi> rni/Ar sheet with the CC 


Art Unit 

1712 
irrespondence ac 


Wress - 



Period for Reply 
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Application/Control Number: 09/331 .829 P^ge 2 

Art Unit: 1712 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his mventon. 

Claims 1-5 are rejected under 35 U.S.C. 112. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

There is no clear line of demarcation between the tetrakisphenol and compound 
which reacts with the epoxy group of an epoxy resin since a tetrakisphenol contains 
epoxy-reactvie phenolic groups deemed to be a suitable species of epoxy-reactive 
compound according to the listing of phenols on page 7, line 10 of the specification. 
Denoting the compound which reacts with the epoxy group of an epoxy resin to cure the 
resin "other than the tetrakisphenol compound" would resolve this issue. 

Claim 4, lines 7-8 and claim 5. lines 9-10 defines a clathrate content "of from 
0.001 to 0.1 mole based on 1 mole of the epoxy groups." However, the claims do not 
require the affirmative presence of an epoxy resin since the sole reference is to "Epoxy 
resin compositions" in line 1 of the preamble. The body of the claim must require 
"Epoxy resin compositions comprising an epoxy resin and a tetrakisphenol compound- 
to validate the tetrakisphenol :epoxy groups molar ratio range. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this OfTice action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign <;°"";;y "^J" PJ^Ji^ 
use or on sale in this country, more than one year priorto the date of application for patent m the United 
States. 
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Art Unit: 1712 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Asai et al and 
Japanese Patent Nos. 5-105739 and 7-173089. 

Claim 1 merely defines a tetrakisphenol and epoxy-reactive compound without 
the affirmative presence of an epoxy resin which is embraced by the tetral<isphenols of 
Asai et a! and the Japanese patents. Tetrakisphenols possess phenolic groups which 
are reactive with epoxy groups and deemed to be within the realm of the epoxy-reactive 
compound according to page 7, line 10 of the specification. The Japanese patents 
acknowledge their epoxy reactivity by their designation of tetrakisphenols as hardeners 
or curing agents for epoxy resins. 

Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schreiber Patent Nos. 4,246,162 and 4,668,718 and Koike et al. 

Schreiber '162 (cols. 5-6, Table 2, Example 7) and 718 (cols. 7-8 Table, 
Example 4) and Koike et al (col. 9, Example 14) shows compositions comprising an 
epoxy resin, a tetrakisphenol and an imidazole accelerator. The tetrakisphenol is 
encompassed by both the claimed tetrakisphenol and epoxy-reactive compound since it 
contains phenolic groups which react with epoxy groups. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 09/331 ,829 ^^9® 
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Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
Schreiber patents. 

Although only a tetrakisphenol is exemplified. Schreiber '162 (col. 2. lines 4-11) 
and 718 (col. 2, lines 17-23) discloses a mixture of a novolak with an aromatic polyol 
such as a tetrakisphenol. It would have been obvious to blend the novolak hardener 
with the tetrakisphenol in order to increase the hydroxyl equivalent weight of the 
hardener which enables the use of less novolak. 

None of the cited prior art recites the proportion of from 0.001 -0. 1 mole of 
tetrakisphenol per mole of the epoxy groups denoted in claims 4 and 5. Amendment of 
the claims to 1 ) define the affirmative presence of the epoxy resin, 2) insert the 
language distinguishing the tetrakisphenol and epoxy-reactive compound suggested 
hereinabove, and 3) set forth the molar ratio range would address each of the 
rejections. 

A certified copy of Japanese priority application no. 177468-1997 filed 
July 2, 1 997 has not been received. English abstracts for Japanese Patent Nos. 
2401 154 B and 7-74260 B listed on the Information Disclosure Statement filed August 
30, 1999 (Paper No. 5) have not been received and could not be obtained. 

Any inquiry concerning this communication should be directed to Robert Sellers 
at telephone number (703) 308-2399 (Fax no. (703) 872-9310). 




RS 

10/4/00 

ROBERT E.L. SELLERS 

PRIMARY EXAMINER 



